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INTRODUCTION

Theimportance of intangible assets, primarily in the
form of intellectual property (IP) and intellectual
property rights (IPRs), is increasing in the busi-
ness world and firms should manage their IP and
IPRs appropriately in order to optimize the value
of their assets. Mergers and acquisitions (M&A)
can increase the economic value of a firm by the
obtainment of unique intangible assets. IP involves
a variety of intellectual assets of a firm, and IPRs,
which protect IP as a right, involve a variety of
different rights such as patents, trademarks and
copyrights. IP and IPR management involves a
variety of actions, including simply protecting
and enforcing IP. Nowadays, firms consider their
IP Management Departments to be one of the key
departments and organize them accordingly. M&A
are notinstantaneous events butratherinclude vari-
ous processes, and the [P Management Department
is necessarily involved in M&A.

This paper explores and intends to clarify the
steps involved in IP management process dur-
ing M&A from the practical viewpoint of the IP
Management Department. Interviews were con-
ducted with industry experts in [P management.
A framework for integrated IP management by
the IP Management Department is proposed and
finally, a discussion of the interpretive process
is provided to pave the way for further research.

BACKGROUND

M&A strategies and management have been dis-
cussed as a theme of M&A studies. The area of
M&A management includes the process of pre-
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acquisition management and post-deal integration,
the human side of M&A activity, the cultural
issues at stage, knowledge related perspectives,
or advertising/marketing or media perspectives
to M&A (Cartwright, Teerikangas, Rouzies, &
Wilson-E, 2012). M&A include various processes
including due diligence, in which IP or IPR is in-
volved. M&A performance has been evaluated by
different measures including patent data (Meglio
& Risberg, 2011; Stiebale, 2010; Bertrand, 2009;
Lee, Lee, & Wu, 2011; Ida, Sumikura, & Nagata,
2009).Ithas been suggested that IPR issues should
be connected to performance and success measures
(Candelin-P., Sandberg, & Mylly, 2012). Patents
are apart of IP and are essential for manufacturing
firms. Many researchers use patent data in their
evaluation of M&A performances (Takashima,
Nakamura, Nagaoka, & Honjo, 2009; Ornaghi,
2009; Valentini, 2012; Onishi & Nagata, 2010;
Shimanuki & Saiki, 2012). Their discussions do
not include a discussion relating to IP or IPR
management itself.

The management of IP includes a) assessing,
measuring and auditing IP portfolios; b) the valu-
ation of IP; and c) the managing of IP assets in
a manner that involves more than just protecting
and enforcing IP (Hanel, 2006; Xu, 2009). The IP
Management Department of a firm is responsible
for both the internal management of IP, such as
patent applications, confidentiality and IP aware-
ness; and the external management of IP, including
patent licensing and litigation (Pitkethly, 2001).
Large-scale manufacturers generally have an IP
Management Department. The IP Management
Department of a firmis necessarily involved in the
processes of due diligence and integration during
Mé&A. Discussions about the role of an IP Man-
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agement Department during M&A are reported
to be necessary with regard to IP management in
Mé&A (National Center for Industrial Property
Information and Training, 2009).

Previous papers have discussed the M&A pro-
cess but their discussions are not from the practical
viewpoint of the I[P Management Department. It
has been reported that the comprehensive purpose
of M&A is deemed to be the improvement of firm
value and, more specifically, this can include a)
seeking scale merit by an enlargement of share
or scale, b) creating a way to enter a new field
of business, or c) the enlargement of the scope
under a firm’s control by vertical integration.
The purposes of M&A are mainly grouped into
the following three categories (The Third Sub-
committee of the Second Intellectual Property
Management Committee, 2011):

1.  Enlargement of scale (merger).

2. Obtaining technologies (without movement
of personnel).

3. Obtaining new business (including personnel
or equipment).

From the IP Management Department’s view-
point, these purposes are mainly grouped into four
categories (Saiki & Shimanuki, 2012):

1. Enlargement of scale.

Strengthening of the business field, which
includes obtaining technologies or IP.
Obtaining new business.

4.  Complex or unknown purposes.

bt

Even though there are M&A cases where the
obtainment of IP assets is the main purpose, this
has not been discussed with regard to the IP man-
agement process during M&A from the practical
viewpoint. The process of M&A advances from
the planning of the M&A strategy, as the first step,
to integration in the end. In general, the process
includes the following seven steps:
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Planning of M&A strategy.
Screening of target firms.

Basic mutual agreement.

Due diligence.

Final mutual agreement.
Arrangement before integration.
Integration.

A

IP is one of the major factors for determining
the value of atarget firmin M&A. IP management
including evaluation of IP is involved in Steps 1)
and 2), above. IP is highly involved in Step 4),
due diligence, and in Step 7), the [P-integration-
project process of M&A (The First Sub-committee
of the Second Intellectual Property Management
Committee, 2009; Farhadi & Tovstiga, 2010).

Farhadi and Tovstiga discussed the [P manage-
ment processin M&A as occurring in three phases:
the preliminary phase, the transaction phase, and
the integration phase. In the preliminary phase,
the IP strategy and IP due diligence are included.
The transaction phase includes IP risk manage-
ment and the early stage of integration planning.
The integration phase includes the late stage of
integration planning and IP integration. They
proposed a roadmap framework for an integrated
IP managementapproachin M&A, which consists
of four phases (Farhadi & Tovstiga, 2010):

e [P Strategy Phase: Identify strategic
growth options provided on the basis of IP.

e  IP Due Diligence: Clearly understand the
scope and nature of the IP in question. The
objective of IP due diligence is to collect
information on the target’s IP assets and
identify risks.

e [P Risk Management and Integration
Planning: Target the risks and weaknesses
identified in the previous phase, and ad-
dress the challenges arising from integra-
tion and measures regarding the transfer of
IP assets. The major integration activities
should be identified and planned.



7 more pages are available in the full version of this document, which may be
purchased using the "Add to Cart" button on the publisher's webpage:
www.igi-global.com/chapter/intellectual-property-in-mergers--
acquisitions/107325

Related Content

Experiential Retailing Leveraged by Data Analytics

Urshita Ghosh Dastidar, Suhas Suresh Ambekar, Manoj Hudnurkarand Abhay D. Lidbe (2021).
International Journal of Business Intelligence Research (pp. 98-113).
www.irma-international.org/article/experiential-retailing-leveraged-by-data-analytics/269449

Recognising Influences on Attitudes to Knowledge Sharing in a Research Establishment: An
Interpretivist Investigation

Penny Hart (2016). Business Intelligence: Concepts, Methodologies, Tools, and Applications (pp. 1038-
1058).

www.irma-international.org/chapter/recognising-influences-on-attitudes-to-knowledge-sharing-in-a-research-
establishment/142665

Capacity Sharing Issue in an Electronic Co-Opetitive Network: A Simulative Approach
Paolo Rennaand Pierluigi Argoneto (2011). Electronic Supply Network Coordination in Intelligent and
Dynamic Environments: Modeling and Implementation (pp. 291-318).

www.irma-international.org/chapter/capacity-sharing-issue-electronic-opetitive/48915

Analyzing Sentiments and Diffusion Characteristics of COVID-19 Vaccine Misinformation Topics
in Social Media: A Data Analytics Framework
Mohammad Daradkeh (2022). International Journal of Business Analytics (pp. 1-22).

www.irma-international.org/article/analyzing-sentiments-and-diffusion-characteristics-of-covid-19-vaccine-misinformation-

topics-in-social-media/292056

Supply Chain Analytics: Challenges and Opportunities
Xiuli He, Satyajit Saravaneand Qiannong Gu (2014). Encyclopedia of Business Analytics and Optimization
(pp. 2364-2375).

www.irma-international.org/chapter/supply-chain-analytics/107420



http://www.igi-global.com/chapter/intellectual-property-in-mergers--acquisitions/107325
http://www.igi-global.com/chapter/intellectual-property-in-mergers--acquisitions/107325
http://www.irma-international.org/article/experiential-retailing-leveraged-by-data-analytics/269449
http://www.irma-international.org/chapter/recognising-influences-on-attitudes-to-knowledge-sharing-in-a-research-establishment/142665
http://www.irma-international.org/chapter/recognising-influences-on-attitudes-to-knowledge-sharing-in-a-research-establishment/142665
http://www.irma-international.org/chapter/capacity-sharing-issue-electronic-opetitive/48915
http://www.irma-international.org/article/analyzing-sentiments-and-diffusion-characteristics-of-covid-19-vaccine-misinformation-topics-in-social-media/292056
http://www.irma-international.org/article/analyzing-sentiments-and-diffusion-characteristics-of-covid-19-vaccine-misinformation-topics-in-social-media/292056
http://www.irma-international.org/chapter/supply-chain-analytics/107420

